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Dr. Katya Assaf

Course/Module description:

This course deals with trademark law. The students learn the various doctrines
existing in this field while comparing the legal regulation in Israel to Europe and the
Us.

Course/Module aims:

This course grants extensive and in-depth knowledge in trademark law. It
encourages the students to develop a critical attitude to trademark regulation in
western countries.

Learning outcomes - On successful completion of this module, students should be
able to:

*Analyze every legal case involving a claim of trademark infringement or a claim
of passing-off
*Indicate the various interests associated with trademark protection
*Criticize the extensive protection provided by the various trademark doctrines

Attendance requirements(%):
80

Teaching arrangement and method of instruction: Lecture

Course/Module Content:
1st Lecture - Introduction: what is a trademark, history of trademarks, functions of
a trademark
2nd Lecture - Introduction continued: trademarks in the legal system, the character
of trademark protection, the aims of trademark protection
3rd Lecture - Sources of trademark protection. The Trademark Ordinance
4th Lecture - Well-known trademarks
5th Lecture - Passing-off
6th Lecture - Protectable trademarks: inherent and acquired distinctiveness,
3-dimensional trademarks, the doctrine of functionality
7th Lecture - Protectable trademarks continued: words as trademarks
8th Lecture - The scope of trademark protection, similarity tests
9th Lecture - Post-sale confusion
10th Lecture - Merchandise right
11th Lecture - Initial interest confusion
12th Lecture - Dilution
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13th Lecture - Ownership of a trademark, concurrent use, transfer of rights in a
trademark
14th Lecture - Exhaustion of trademark rights

Required Reading:
McCarthy on Trademarks and Unfair Competition (United States, West Group), Sec.
1:2,1:4,1:32, 2:1-2:15, 2:33

(Lencor-1 Lengo) 16703 ,16702 'on 2n0on '11'0 DI17 N¥j7121 1N0NA 2120 OV 7V Nn07NN

(out-time) 82207 'on 2non [n'0 710'27 nw;72a ["1Y2A 2NN ["1j72 j7019 NO7NN

485 ,(1) xn 1'5.CO TOBACCO MOORGATE '1.INC MORRIS PHILIP 296/86 x"12

148 (2)v7 1"5,0'02090 ow '1 N"ya TA7uN 476/82 x"aa .1
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Chanel (anonyme societe french) '1 n"ya 72010 '0'0 749/94 'nn ,5526/94 'nin .2

[72 j21¥7 ' N19IX Nnax 1572/93 X'n

32 ,(4)nn 1o ,nrwyn '1a7'2an '1(1985) .w 771X n1an 395/88 X"y

10717 '7v1 '1 Gmbh BOOTS BUFFALO 2631/01 X"y 2554/01 X"y

n"ya oix211a "am" 1 mynw 9568/05 X'y

2004 voniNa 17-nn 28 .1.n 'on own 1N
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2008 7195x129-nn 61 .1.n 'on ow) 1IN

,169448 ,169447 'on D'Tn'n-Nn7n 1Nn0N '17'0 DIY7 NYi72 ["1Ya 1N0N '172'0 OW N0O7NN
169449

n"ya (im Ny 0'XI101'X X97XN '1 ;71100 vonix 2191/03 X"y

'‘nxI N"ya im nxm o'R101xX ¥97X '1'nxi1 KG Storck August 11487/03 X"y

n"ya 70775 2w "1 V.N Electronics Philips Koninklijke 16540/06 x"wa
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n"ya D150 N1an ‘1 a7y’ (N1 [PX7 [IWX) 127" 7¥ N'2A'09IXRI70 0'IDN NTIAX 941/05 X'y

n"ya 7xwW NIXN7i70 NANIN 710Y7 '9IN'Y 127102 012130 '3 n"'ya nanao' nia7nn 8778/04 X"y

401 (4)xn 1'9,n"ya n7nin o' '7yon '1 n"ya in" 'n7n 490/85 X"y

("n7xn j7ny 17") 162606 'on 1n0ON [N'0 DIV7 NYi7a ("Y1 1IN [M1j72 7019 NO7NN

("9 ninT) 134600 'on YnonN [1'0 DIY7 NITAINA ("Y1 NI [M1j72 7019 NO7NN
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n"va nitvon 7101 (1997) nnjznn napw tiux ‘1 "anrn 'tux ntyon" - ndo7n 'ax 8981/04 X"y

("7n1>") 120950 -1 120949 'on 1n0on 17'0 DIY7 NITAINA ("Y1 12N ["1j72 j7019 NO7NN

("Limits No") 142266 'on 1non [n'o DIY7 NITANN ["1Y2 '2NI0 (1172 7019 NO7NN

("Roots") 102733 'on 1non [1'0 Nj7'NN7 nw;7a [”1Ya 1N0N '210'0 oW1 NO7NN

2w 178 '1 Plc Unilever 8441/04 X"y

171 y12inax ‘1 n"ya n'o-oo70 49953/04 X'n
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(Metallika) 111918 ,111917 'on 2n0nN '12'0 DIY7 NITANN [71Y2 2017 (1172 7019 NO7NN

869 (6)n1 1"o,n"va nv vi710aXN '1 Aktiebolag Sprit & Vin S & V 9191/03 X"y

275 (3)n' "9 ,n"ya 1m2ai1 'nins n1an ‘1 n'ya ¥10-193 01702 1N19-119 261/64 X"y

438 (2)r"1 1"9,n"ya 210910 n'rnanx '1 n"ya 7120 (1988) yvao oyo 5454/02 X'y

310 (1)x2 T'9,00X 110157’ 1400/97 x"a2
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353 ,(2)on 1'9,7711"'1 1> 523/91 X'y

("Life Natural" ) 109566 'on [n'o piv17 niTaann [aya 'ani0 (172 j7019 NO7NN

UN 7NN "1 AT oM 1611/07 X'y

373 (2) 1> 1'9,n"ya 19ann '1 Jonin n1an 352/69 X"y

708 ,2' 19,7750 owan '1ASTRA 178/57 x¥"aa
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X971 niTayn '1.Corp Holdings Wycth 4355/04 x"wa

nm (11271) winn ' X 'o'TIX 613/95 X'n

R.J. Rreynolds Tobacco Company v. R. Seeling & Hille, 201 U.S5.P.Q. (BNA) 856,
29/11/78

j'ox' 787'2'1 SALOMON ADIDAS 563/11 X"y

Landes & Posner, Trademark Law: an Economic Perspective, 30 Journal of Law and
Economics 265 (1987)
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Graeme W. Austin, Trademarks and the Burdened Imagination, 69 Brook. L. Rev.
827 (2004)

n"ya m7 17 ' n"ya ni7ima nimn7 n1oix nw1 7 0'xnn 506/06 5" n

Coombe, Objects of Property and Subjects of Politics: Intellectual Property Laws and
Democratic Dialogue, 69 Tex. L. Rev. 1853 (1991)

314 (4) na 1'9, 170770 78X "1 'NXI N"ya 7821758 8483/02 X'y

22 'o0,"uzn 110" 7w nman -1 '0,1965-n">wn ,0"921x2 DIIX1 170 112D NN 71N
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Great) 107479-1105968 'on pan'on DIv7 NINNNA NIY72 ("Y1 1N01 '272°0 OV NO7NN
Shape)

166845-1167390 'on nin'w 10’0 DIVM7 NINNNA NIY72 [*2Y1A 2017 ["1j72 j7019 NO7NN
(" 7712 2212")

856 (2)11 1" ,n2'7n '1 )'712/1n0 7980/98 X"y

,0'01090 0w '1 1TNN 19 Qay - D71'v71 0'NNAX X7 nxymn 1101/05 (o'7winy) v*i
IN0NN '112'01 0'ATAN
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TRIPS: Agreement on Trade-Related Aspects of Intellectual Property Rights, Art. 21

421 (4)o7 19 ,(7582) 7000N '] 70'9nX 74/85 ¥"aa

(ZIP) 101663 'on 2non [n'o 71027 Nw72a ["1y2 1N0A '172'0 DY NO7NN

120406-1118643 'on nan'on DIw7 NINNNA NIY72 ("Y1 NI (172 7019 N0O7NN
(Fischer)

309 (2) T T'9,'nxIn"ya 17 . NN .X '] yY212'7 371/89 X'V
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n"ya owixyx 7110 '1 n"ya owiwyy 1oan (1oXan 47/93 X'n

n"ya miN712 1n01 XIX' XI12' x-[movarx ' Co & Hipp 2241/02 X"n

Additional Reading Material:
Chamberlin, The Theory of Monopolistic Competition, 1958, p. 57-61,

197-215
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Landes & Posner, The Economics of Trademark Law, 78 Trademark Rep. 267 (1988)

Sirena S.r.l. v. Eda S.r.l, (1971) E.C.R 69, (1971) C.M.L.R. 260

SA CNL-SUCAL NV v HAG GF AG (HAG II) Case C-10/89 [1990] ECR I-3711, ECJ
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TRIPS: Agreement on Trade-Related Aspects of Intellectual Property Rights, Art.
15-21

First Directive 89/104/EEC of the Council, of 21 December 1988, to Approximate the
Laws of the Member States Relating to Trade Marks (O EC No L 40 of 11.2.1989)

80-86 ,58-68 n'oyo ,(2"7vn) on7 o'anizn 0''71 100N 1120 1T, (10171 'N N
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,383-398 ,297-333 ,(n"own) naw niTan ,niiwn 05wl Nj7'09 ,['T- 1N0N 110 ,|NTI19 'Y
473-503

n"ya v'oxj7 200XN N1aN ‘1 N"ya NMniX N'Y'7 7X0 111 n1an 8617/01 X'n .4
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770 ,(4)n 1'5,0'02090 ow '1 (ANTHONY) HOW SEAK SEAH 296/85 x¥"11 .5

EuGH, Rs. 40/70, Slg. 1971, 69, 86, GRUR Int 1971, 279 - Sirena

EuGH, Rs. C-10/89, Slg. 1990, 1-3711, GRUR Int 1990, 960 - HAG Il
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7w 1y '1 COMPANY GILLETTE THE 5115/97 'wnn

315 (2)n"> 1'9,0110 J0mM '1 2110719 788/70 X"y

(MIG) 138834 'on 2non [n'o 710’27 nwj72n ["1Ya 1N0N 100 OV 7¥ n07NN
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A.P.S Versace Gianni '1 n"ya 83 n'x0114852/05 x"yn

OXNI17'0 '1 (Anonyme Societe French ) Chanel 22368/90 'nn ,2070/90 xX"n

87 (2)n> 1'9,0'0109n Dw1 ‘1172 70/90 ¥"aa
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147 (3) T'awn n"9 12717 0OX'2 "1 Yiw 552/90 X"n

n"ya niyjzwnl Dir' 0122 '71I0X .. ' NAIv N'722m nisniy 117X 09'0 2032/98 xX'n

289 ,(4)21 1'o,0rax 019 ' QX901 X XA LLELN 5768/94 X'y
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j0j77 '2 "n>01n" 171 1600/92 ©"n

273 (2)"wn n"o yi - Noj77X '1 APPLIANCES EMI THORN 854/83 X"n

n"ya ox10 n.X '1N1o- 1ITT'70 9070/10 X"y
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DROUJESTVO AKISIONERNO '1 A.S PRODUCTS MORRIS PHILIP 3975/10 X"y

D'05wNN TIwN ,1N0NN 21’01 0'ATAN 0’01050 O '1 N"ya 0j7'0NoI7 '1a 'V 3776/06 X"y

224 (3)nn 1'9,/7211 010 '1 n"ya A'x1o 07X NDIDT '7yon 18/86 X'y
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n"va pirm nrwyn nawn 'aInc Mills Genreral 945/06 X"y

309 ,(1)an 1'9,0'010950 ow1 "1 7777 144/85 x"aa

n"ya 7o 'nmy '1 n"va o'7u1 nidy vwaw 2290/99 X'y
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632 (5)n1 7o ,n"ya o'Ta ni>w wav 'a n"ya 0 'ny 4030/02 X"y

n"va 717 D1man ‘1 n"ya 717707 1943/04 X"n
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(j712j72 7 ninT) 184325 'on 2non n'o pip7 nwiza (#y1a anin 172 Nj7019 N07NN

(crocs) 212303-1212302 'on 1n0n 1’0 DIYY7 NYi72 ("Y1 2010 [M2j72 Nj7019 N0O7NN

McCarthy on Trademarks and Unfair Competition (United States, West Group, 2000),
Sec. 7:64-66, 7:69-7:70, 7:79-80, 7:87
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IN RE BABIES BEAT, INC.(T.T.A.B.), 13 U.5.P.Q.2d 1729

2010 1anvo02 6-Nn 84 .1.n 'on ow1 1IN

171 y12inax ‘1 n"ya n'o-oo70 49953/04 X'n
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("niTivn") 122035 'on 2non (n'o w7 nwi72a ("Y1 1IN0 ["72 7019 NO7NN

("1m n7nx") 153408 'on 2non n'o Div17 A7 ("Y1 1N0AN 122'0 DY NO7NN

("7n1>") 120950 -1 120949 'on 1non 11'0 DIY7 NITAINA ("Y1 12N ["1j72 j7019 NO7NN
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("ouo0 niwTn") 151051 'on 2NoN n'o DIVA7 NY72 ["1Y2 1N0NAN 100 oW1 NO7NN

209980-1 209979 ,209978 'on 2non 11’0 DIY7 NYi72 [V 1INI7 ("7 Nj7019 NO7NN
("GUARANTEED TO KEEP YOU DRY")
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,01019 .'0./2.0X '1 nnown [Ny - n"ya (1997) nnoswn 'min-nT NI Nwizn 5792/99 x"y
933 (3) na " 79,"naio nnown" [INy - n"ya niNon DITi7I 71V

("o wniT") 150474 'on 2non n'o pIp7 nwi7a [Yy1a 'anin ["1j72 j7019 NO7NN

'nX1 n"ya 157 niaar 1121 312 ' n"ya 2>1 niar (728 6316/03 X'y
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n"va n0an7n noTn ni'y 71010 '1 2005 na 712 - nnan 17 25078/07 X'va

167523 ,167522 ,167784 'on 2non 11'0 DIv7 NYj72 [*1y1a 'aNI7 ["1j72 j7019 NO7NN
(Lady Soft Stick)
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2N0NN '272'01 D'AATAN ,0'01090 O "1 N"Ya TAN7 Iy OX71.2.10 1427/05 X"y

n"va o'mn'77 omel 'y wnw 1in'7xy 9741/07 X'wa

Ti7v 78w ' n"va (1997) 71rw 12 10 'o1j7 2673/04 X'y
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187 (2)n7 1'9,2n0nn 1n'0 oW1 "1 'T 7X TVO 1TX7 78 Tay 'nno 450/80 y"ia

Cachan OF.A.S Lingerie Delta '1 Board Tea 10959/05 X"y

(1)o"1wn n"9,n"ya nroaxnios nrvyn TAXOVYM "1 n"ya nroaxnao nirvyn yao 2949/98 x'n
1
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Inc Texaco '1 n"ya 73rw1702'~x "170Ix "1.AN.IX 4410/06 X"y

933 (3) na ™ 79,0210 nnown [(IN'Y "1 T NI NIYi7n 5792/99 X'y

7N 10101190 VD02 0N’ 1TON7 AXYIMN ‘1 N"ya anr 1010 "in (1Tvin 2409/00 X"n
D"JJJ
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("Pizza s‘'Domino") 61408 'on 1non n'o Nj7'nn7 N¥j72 [*1Ya 1N0N '11'0 OWI NO7NN

nm (11271) winn ' n7nx 'o'TIX 613/95 X'n

[P0 0O7X '1 2107y 17001 2752/98 X'n

page 35/56



IVES ST "1 j7irwi X121 (2000) wxa 227/91 9"n

("TORRO") 225917 'on 2non |n'0 DI¥M7 NITAINN (V2 2NI7 ["172 Nj7019 NO7NN

n"va pimm nrwyn naiwn 'aInc Mills Genreral 945/06 X"y
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rox' "1 0omIN 2177/05 X'n

Mastercrafters Clock & Radio Co. v. Vacheron & Constantin- Le Coultre Watches,
Inc., 221 F.2d 464 (2d Cir.)
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Rolex Watch U.S.A., Inc. v. Canner, 645 F. Supp. 484 (S.D. Fla. 1986)

Payless Shoesource, Inc. v. Reebok Int'l, Ltd., 998 F.2d 985 (Fed. Cir. 1993)

Levi Strauss & Co. v. Blue Bell, Inc., 632 F.2d 817 (9th Cir. 1980)
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Smith v. Chanel, Inc., 402 F.2d 562, 159 U.S.P.Q. 388 (9th Cir. 1968).

Societe Comptoir de L'Industrie Cotonniere Estalissements Boussac v. Alexander's
Dept. Stores, Inc., 299 F.2d 33 (2d Cir. 1962)

Arsenal Football Club v Matthew Reed, C-206/01,0/ C 323, 22 (2002)
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Boston Professional Hockey Ass'n v. Dallas Cap & Emblem Mfg., Inc., 510 F.2d 1004,
185 U.S5.P.Q. 364 (5th Cir. 1975)

International Order of Job's Daughters v. Lindeburg & Co., 633 F.2d 912, 918 (9th
Cir. 1980).

Elvis Presley Trade Marks [1997] R.P.C.
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Texas Tech University v. John Spiegelberg, 461 F.Supp.2d 510 (2006)

Assaf, The Dilution of Culture and the Law of Trademarks, forthcoming in IDEA: The
Intellectual Property Law Review

Planned Parenthood Federation of America, Inc. v. Bucci, 42 U.S.P.Q.2d 1430 (S.D.
N.Y. 1997), aff'd, 152 F.3d 920 (2d Cir. 1998)
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Jews for Jesus v. Brodsky, 993 F. Supp. 282 (D.N.J. 1998)

E. & J. Gallo Winery v. Spider Webs Ltd., 129 F. Supp. 2d 1033 (S.D. Tex. 2001).

Assaf, The Dilution of Culture and the Law of Trademarks, forthcoming in IDEA: The
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Intellectual Property Law Review

435 n"7 o'oswn ,"non n'o 7v n'TN 7y nann 97" ,2nor1 7

Schechter, The Rational Basis of Trademark Protection, 40 Harv. L. Rev. 813 (1927)
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Klieger, Trademark Dilution: The Whittling away of the Rational Basis for Trademark
Protection, 58 U. Pitt. L. Rev. 789

Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183, 175 U.S.P.Q. 56 (E.D.N.Y.
1972)

General Electric Co. v. Alumpa Coal Co., 205 U.S.P.Q. 1036 (D Mass 1979)
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New York Stock Exchange, Inc. v. New York, New York Hotel LLC, 293 F.3d 550 (2d
Cir. 2002)

Eastman Kodak Co. v. Rakow, 739 F. Supp. 116 (W.D. N.Y. 1989)

San Francisco Arts & Athletics v. International Olympic Committee, 483 U.S. 522
(1987)
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Walt Disney Co. v. Powell, 698 F. Supp. 10 (D.D.C. 1988), aff'd in part and vacated
in part, remanded, 897 F.2d 565 (D.C. Cir. 1990)

87 (2)n> 19 ,0'01090 DwN ‘17172 70/90 X¥"aa

0017110 '1 147/94Cartier X"n
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Cachan OF.A.S Lingerie Delta '1 Board Tea 10959/05 X"y
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nini niy'oa a1'xi2 "1 (Corporation Delaware) Company Boeing The 1769/83 X'n
108 (3)u"nwn n"9,n"ya

194 (3)/"wn n"o,n"ya 122 niNaoni nonn '7yon 7Ny '1.0.X 17717 .0.X 117 79/84 X'"n

FRANCE ,CACHAN OF.A.S LINGERIE DELTA '3 INDIA BOARD TEA 10639/06 X"17
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7x¥w 0uN "2 ORT World 5207/08 X"y

n"ya (2000) oyo 7v 120 '1 570 nTint 8987/05 X"y
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120406-1118643 'on nan'on DIw7 NINNNA NIY72 ("Y1 NI (172 7019 N0O7NN
(Fischer)

153729-1150503 'on nan'on Diw7 niNnnn niv72a ["aya anin ["j721 j7019 n07NN
(Copyright)
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(SCHWARTZ) 10061 nonin [r'0n DIv7 NITANA ("Y1 ‘2NI0 (772 7019 NO7NN
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(221077)
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n"va j70-01n axow '1 7071 5725/04 X'wa

ABRIK BEKLEIDUNGSF PAGOTTE '1 n"ya 1992 n'wi7 n'7'y n1oix 7x o'n 7038/04 X"y
PAULA GOT TES

85 (1)n> 1'9,1xnn '1ayw 238/73 X"y
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Scandecor Development AB v. Scandecor Marketing AB and Others [2001] E.T.M.R.
74; [2002] F.S.R. 122

McCarthy on Trademarks and Unfair Competition (United States, West Group), Sec.
29:46-29:50

Levi Strauss v. Tesco C415/99, http://europa.eu.int/cj/index.htm
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'‘nxI n"ya oi7v .1 ' 'nxi Limited Dyson 1089/05 X'n

Grading Scheme:
Written / Oral / Practical Exam 100 %

Additional information:
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